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Weill Cornell Medicine Enterprise Innovation (est. 2021)
A consolidation and reorganization of key innovation and eShip offices and 
resources exclusively focused on the needs of the medical/graduate school
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Webinar Overview

• Brief Overview Technology Transfer
• Introduction to Patents

o What
o Process, Timeline, and Costs
o Anatomy

• Commercially Relevant Claim Scope: What, Why, and Working Examples
o Claim Breadth
o Freedom to Operate
o Enforcement
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Innovation Transfer at Its Most Basic
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What Do We Mean By “Innovation, Inventions, Assets & 
Technologies”?*

Medical Devices:
• Imaging 

Equipment/Methods
• Surgical 

Devices/Implants
• Equipment

Therapeutics:
• Small Molecules
• Biologics
• Cell/Gene Therapy
• Novel Targets

Diagnostics:
• Molecular
• Histological
• Imaging
• mAb based

Digital Health:
• Therapeutics
• “alerts”
• Clinical work-flow aides
• AI/Machine Learning 

Algorithms

Research Tool:
• Mouse models
• Research mAbs
• New research 

methodologies

Data:
• Clinical care 

models/workflows/training
• Unique structured data 

sets
• INDs

*in the healthcare/life sciences field
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What Do We Mean By “Intellectual Property”*?
Patents:
• Must proactively apply and be awarded
• Covers patent-eligible subject matter
• 20 years of protection

Therapeutics, Devices, Diagnostics

Copyright:
• Automatically exists/registration
• Covers the physical manifestation of work
• 95 years from publication

Software, Workflows, Questionnaires

Trademark:
• Exists upon use in commerce/registration
• Covers recognizable sign, design, or 

expression to identify service or product
• Perpetual (as long as used in commerce)

Technical Information:
• Assays/Protocols
• Unpublished data
• Sequence Information
• Biological/Disease Insight
• Perpetual

All Technology Types

Tangible Material:
• Mice
• Antibodies
• Vectors
• Reagents
• Software
• Perpetual

All Technology Types

*in the healthcare/life sciences field
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What does an academic institution use intellectual property 
for?

A potential partner will conduct deep due diligence on the 
IP strategy before entering a partnership.  They need to 
know that either (i) we have a strong IP position; or (ii) 
they can build a strong position using our foundational IP
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• Any new and useful process, machine,
method/manufacture, or composition excluding
any abstract idea, laws of nature, and natural
phenomena (including products of nature)

• Must be novel (e.g. completely new) and non-
obvious (e.g. more than a logical increment or
combination) over “prior art”

• Must be described and enabled (e.g. one
“skilled in the art” can make and use the
invention)

• Legal monopoly granted in return
for public disclosure of an
invention

• Gives the right to exclude others
from practicing the invention

• Only enforceable once issued
• Patents valid from 20 years from

application date (not issue date)
• Inventorship is legally defined

and distinct from authorship

What is It? What is Patentable?

PATENTS: “Congress shall have the power to promote the 
progress of science…by securing for limited time to…inventors 
the exclusive right to their…discoveries”*

*US Constitution Section 8 Clause 8



10

Research

Disclosure 
to TTO

Assessment

Provisional 
Filing

PCT Filing

National 
Phase 
Entry

Prosecution

Issuance

Maintenance

Expiration

T=0 T=12mo T=30mo T≈42mo T≈54mo T=252mo

Cost
$>25K++ 

(US)

Inventor

WCM EI

Commercial 
Partner (if partnered)

T~(-)3mo

Overview of Process, Timeline, and Cost for Obtaining a 
Patent
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Anatomy of a Patent:
Title Page

Title

Patent Number
Issue Date

Inventors

Assignee (Owner)

“Family History” of the Patent
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Anatomy of a Patent:
The Inside (e.g. Specifications)

Background: a brief summary of the 
state of the art and its deficiencies

Summary: Overall description of the 
invention

Drawings: Summary of supporting 
data and figures
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Detailed Description: The detailed 
written description of the invention
• Must teach how to make and use 

the full scope of the claimed 
invention (e.g. enablement)

• Can describe all possible 
uses/forms of the invention

• Must disclose the “best mode” of 
the invention

• Must provide evidence of 
possession of the invention

Anatomy of a Patent:
The Inside (e.g. Specifications)
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Anatomy of a Patent:
The Claims

Claims: Defines the extent 
of protection offered by the 
patent (e.g. what is legal 
scope of the invention)

Limitations: defines limiting 
parameters of claimed invention 
(wherein, comprising, consisting, 
dependent claims, etc)
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Shocking Statements…

You can get an issued patent 
on (almost) anything

Probably doesn’t matter if 
there is not commercially 

relevant claim scope

…the point is not to just have a patent (or patent application) but to have an IP strategy that 
attracts a commercial partner.  They are looking for commercially relevant claim scope.
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What does “commercially relevant claim scope” mean?

Claims Cover the (anticipated) Product with Reasonable Scope

Claims are Patentable and Valid

There is Freedom to Operate (e.g. practice the invention without infringing third 
party rights)

Claims are Enforceable

Claims are Difficult to Engineer Around

Easy to Detect if Someone is Practicing the Claims
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Claims Cover the Product with Reasonable Claim Scope

Product
Claim Scope

“Big Yard”

• Reserves area 
“around” the product 
for further R&D and 
follow-on product 
development by patent 
owner

• Deters competitors 
from innovating in 
space close to product

• Limits “Design-Around”
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When Claims Don’t Cover the Product with Reasonable 
Scope

Product

Claim Scope
Product

Claim Scope

“No Yard”“Tiny Yard”
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Hypothetical Example House Claims

A living dwelling consisting of a canvas tent

“Big Yard” A living dwelling comprising a free-standing permanent structure wherein the 
permanent structure includes at least one entrance

“Tiny Yard” A living dwelling consisting of a free-standing permanent single-story
structure wherein the permanent single-story structure is black and includes 
one door, two windows, and a chimney

“No Yard”



20 US 946412B2; US 10188633B2

Example “Bigger Yard” vs “Smaller Yard” Pharmaceutical 
Patent
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Example of Claims That May be Circumventable in Exercise 
Method Device Patent
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Freedom to Operate
Product

Claim Scope

Third Party Claim Scope
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Hypothetical Example House Claims

“Claim Scope”

A method if manufacturing a living dwelling comprising a free-standing 
permanent structure wherein the permanent structure includes at least one 
entrance using a heavy construction equipment

“Third Party 
Claim Scope”

A living dwelling comprising a free-standing permanent structure wherein the 
permanent structure includes at least one entrance



24 US 10188633B2

Example of Claims with Poetntial Freedom to Operate 
Issues in Pharmaceutical Patent

RyCalS107: CoM Covered US 8710045B2 
owned by Third Party (expires 2025)
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Claims Are Enforceable
Product

Claim Scope
Reminder

Patents give the owner 
the right to exclude 
others from:

 Making
 Using
 Selling 

the claimed invention

Need to be able to “see” 
someone inside the 
“fence” to enforce patent 
rights. 
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Example of Claims with Likely Enforcement Issues in 
Veterinary Medical Device Method of Use Patent
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Example of Claims with Potential Enforcement Issues in 
Biotech Patent

US 9810690B2
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When and How to Engage

(well) BEFORE Public Disclosure

During Initiation of Commercially Translatable Research Programs

Participation in educational and mentorship opportunities offered by WCM EI and CTL

Lisa Placanica, Ph.D., CLP Eric Bryant, M.S., JD

lmp26@cornell.edu
646-962-7046

ecb@233@cornell.edu
646-962-7052

Anytime with Questions re Innovation, Intellectual Property, and Commercialization

https://innovation.weill.cornell.edu/ https://ctl.cornell.edu/

https://innovation.weill.cornell.edu/
https://ctl.cornell.edu/
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Cornell Research 
Proposals for 
Cargill, Inc.

Thank you for joining us today! 
Keep an eye out for upcoming events: 
• November 14 3-5:30PM: 6th Annual Symposium on eShip and Drug Development 

In-Person/Hybrid at Weill Cornell Medicine in NYC
• November 17, 12-1:30PM: CTL Women Innovator Initiative Webinar Series: 

Imposter Syndrome, Overwhelm, and Getting Unstuck
• November 18 2-4PM: CTL@WCM Office Hours with Jamie Brisbois
• December 6 5:30-8:30PM: eLabs Accelerating BioVenture Innovation Pitch Day 

at Griffis Faculty Club in NYC
• January: CTL IP Series #3: Navigating Software and Copyright  

Visit https://ctl.cornell.edu/our-events/ for more information and to register 

https://ctl.cornell.edu/our-events/
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WCM Enterprise Innovation: Working Together

Translating Breakthroughs * Revolutionizing Care * Mentoring Healthcare Innovators
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